II . General Remarks Concerning This Response 

Claims 1-33 are currently pending in the 
present application. Claims 1, 5, 12, 16, 23, and 27 
have been amended; no claims have been added or 
canceled in this response. Reconsideration of the 
claims is respectfully requested. 

III. Summary of Present Invention 

A method, an apparatus, and a computer program 
product in a data processing system are presented 
for using hardware assistance for gathering 
performance information that significantly reduces 
the overhead in gathering such information. 
Performance indicators are associated with 
instructions or memory locations, and processing of 
the performance indicators enables counting of 
events associated with execution of those 
instructions or events associated with accesses to 
those memory locations. The performance information 
that has been dynamically gathered from the 
assisting hardware is available to the software 
application during runtime in order to autonomically 
affect the behavior of the software application, 
particularly to enhance its performance. For 
example, the counted events may be used to 
autonomically control an execution-path selection 
within the software application. 

IV. 35 U.S.C. § 101 

The Office action has rejected claims 12-22 
under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. This 
rejection is respectfully traversed. 
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The rejection of claims 12-22 states: 

In regards to claims 12-22 the claims are directed 
to a computer program product on a computer readable 
medium comprising of recordable-type media and 
transmission-type media. The transmission-type media 
include digital and analog communication links such 
as radio frequency and light wave transmissions (See 
specification page 106 lines 30-31 and 107 lines 1- 
17). Therefore, the specified claims do not 
fall within the technological arts and therefore, is 
non-statutory. See MPEP § 2106. Examiner suggest 
applicant to amend the limitation "computer readable 
medium" by further specifying it as "recordable-type 
media" . 

In response, independent claims 12 and 16 have 
been amended to recite a "computer readable storage 
medium", which Applicant asserts is equivalent to a 
"recordable-type media". 



V. 35 U.S.C. § 102 

The Office action has rejected claims 1-33 
under 35 U.S.C. §102 (e) as anticipated by Olszewski 
et al., "Method and system for dynamically locating 
frequently accessed memory regions or locations", 
U.S. Patent Number 6,339,818 Bl, filed 6/24/1999, 
issued 1/15/2002. This rejection is respectfully 
traversed. 

The rejection of claims 1-33 states: 

In regard to claim 1, Olszewski et al . Disclosed a 
method in a data processing system for executing 
instructions, the method comprising: 
executing instructions in a processor in the data 
processing system (operating system runs on 
processor to coordinate and provide control of 
various component within data processing system, 
fig. 2A, 252, 250, col. 4 lines 12-15); 
detecting indicators during execution of the 
instructions, wherein the indicators are data values 
in memory that specify counting of events that are 
associated with execution of the instructions or are 
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data values in memory that specify counting of 
events that are associated with accesses to memory 
locations (performance monitor comprise event 
detection, col. 5 lines 18-24, performance monitor 
may be used as a mechanism to monitor memory usage, 
col . 5 lines 59-65) ; 

counting events that occur within the data 
processing system as specified by the indicators 
(performance monitor counters (PMCs) used to count 
processor/storage related events, fig. 2B, 241-244, 
col. 5 lines 23-26) ; 

retrieving a count value that represents counted 
events (self -homing, col. 8 lines 10-31); and 
selecting an execution path within a set of 
instructions based on the count value (end of first 
self -homing step, three cases apply, col. 8 lines 
10-31). 

In the system that is disclosed in Olszewski et 
al., the performance monitor registers are 
configured to count events of interest. In order to 
be logically consistent, the rejection must rely 
upon the monitor mode control registers (MMCR) 
within the processor as being analogous to the 
detected indicators. Although not explicitly stated 
in the rejection, the detected indicators that are 
"data values in memory" (e.g., in the original claim 
language of the second element of claim 1) would be 
the MMCR' s within the processor. Furthermore, in 
order to be logically consistent, the rejection must 
rely upon the performance monitor software as having 
the instructions that select an execution path based 
on counts of detected events. More specifically, the 
rejection argues that the three possible cases at 
the end of the first self-homing step are equivalent 
to the last element of claim 1. However, the 
determination about the possible cases is done 
within the performance monitor software, not within 
the software that was executed and for which the 
performance monitor events were counted. 
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In response to the rejection and in 
consideration of the differences between the present 
invention and the system that is disclosed in 
Olszewski et al., all of the independent claims of 
the present patent application have been amended. 
For example, independent claim 1, as amended, 
recites : 

1. A method in a data processing system for 
executing instructions, the method comprising: 
executing instructions in a processor in the 
data processing system; 

detecting indicators during execution of the 
instructions, wherein the indicators are data 
values that are retrieved from memory during 
execution of the instructions that specify 
counting of events that are associated with 
execution of the instructions or are data 
values that are retrieved from memory during 
execution of the instructions that specify 
counting of events that are associated with 
accesses to memory locations; 
counting events that occur within the data 
processing system as specified by the 
indicators ; 

retrieving a count value that represents counted 
events; and 

selecting an execution path within a set of 
instructions based on the count value, wherein a branch 
instruction that selects the execution path is 
contained in an object code block that contains 
the instructions that were executed while 
detecting the indicators. 

Rather than reciting that the indicators are 
"data values in memory that specify counting of 
events as in the original claim language, the 

claims have been modified to recite that the 
indicates are "data values that are retrieved from 
memory during execution of the instructions that 
specify counting of events Support for this 

feature is shown with respect to FIGs. 6A and 6B and 
throughout the specification. Since the claim 
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language now recites that the indicators are 
retrieved from memory during execution of the 
instructions, the rejection cannot analogize the 
indicators to the MMCR' s acting as the claimed 
indicators . 

In addition, the recitation of the manner for 
selecting the execution path is more specifically 
described in the independent claims. The independent 
claims now recite that the branch instruction that 
selects the execution path is contained within the 
object code block that contains the instructions 
during the execution of which the indicators are 
detected. Support for this feature is explained with 
respect to FIG. 34 et seg. . Since the claim language 
now specifically recites that the branch instruction 
is contained within the software that is causing 
itself to be monitored, the rejection cannot imply 
that the selection of an execution path occurs 
within the performance monitor software. 
Olszewski et al . clearly does not disclose features 
as required by the language of the amended 
independent claims of the present application. As 
stated at MPEP § 2131: "A claim is anticipated only 
if each and every element as set forth in the claim 
is found, either expressly or inherently described, 
in a single prior art reference." Verdegaal Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 
USPQ2d 1051, 1053 {Fed. Cir. 1987). "The identical 
invention must be shown in as complete detail as is 
contained in the ... claim." Richardson v. Suzuki 
Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 
{Fed. Cir. 1989) . Hence, for this and other reasons, 
Olszewski et al . cannot be used as an anticipatory 
reference, and the anticipatory rejections of the 
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claims have been overcome, whereby Applicant 
requests the withdrawal of the rejections. 



Conclusion 



It is respectfully urged that the present patent application is 
patentable, and Applicants kindly request a Notice of Allowance. 
For any other outstanding matters or issues, the Examiner is 
invited to call the below listed telephone number if in the 
opinion of the Examiner, such telephone conference would 
expedite or aid the prosecution and examination of this 
application . 

DATE: November 14, 2006 



Respectfully submitted, 




Reg. No. 53,900 

IBM Intellectual Property Law Dept. 
11400 Burnet Rd. 
Austin, TX 78758 
(512) 838-1449 
Agent for Applicants 



Page 19 of 19 



